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UNITED STATES CIRCUIT COURT OF APPEALS 


LOVELL-McCCoNNELL Mre. Co. vs. AMERICAN EvER-ReEADY Co. 


195 Fed. Rep., 931 


Second Circuit, March 15, 1912. 


UNFAIR CoMPETITION—I ron or Goons 

The imitation of structural peculiarities of an article, not shown 
to be necessary to its commercial success and likely to cause confusion, 
constitutes unfair competitior 


Appeal from an order of the district court for the southern 
district of New York, granting a preliminary injunction. 


Henry D. Williams, for appellant. 
Drury Il’. Cooper and George C. Dean, for appellee. 


Before LAcomsBrE, Coxk, and Warp, Circuit Judges. 


Lacompe, Circuit Judge—This cause closely resembles 
Rushmore v. Manhattan IVorks, 163 Fed., 939, go C. C. A., 299, 
19 L. R. A. (N. S.), 269, where this court considered a case of 
unfair competition in the sale of automobile lamps. The case at 
bar is concerned with automobile horns. The resemblance be- 
tween complainant’s and defendant’s horns is very great. It is 
difficult to tell the one from the other without an inspection so 
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close as to read the inscription on the name plates. Under the 
principles of the Rushmore decision, such a manifest imitation 
in details of construction, with the consequent likelihood of con- 
fusion, should be prevented, unless the points of resemblance 
are the necessary result of an effort to comply with the physical 
requirements essential to commercial success. A majority of the 
court are not persuaded that the close resemblance between the 
two horns results from such an effort. The most characteristic 
feature is the “right-angled construction,” referred to in the 
order. Possibly at final hearing defendant may be able to show 
that a commercially successful power-driven horn of this gen- 
eral type could not be made, unless the shaft which transmits the 
power is at right angles to the axis of the horn. But the record 
before the District Judge did not establish that proposition suffi- 
ciently to excuse the adoption of this feature of construction, 
which, probably more than any other single feature, makes the 
appearance of the two horns so nearly alike. 

In the opinion of the majority of the court, the order for 
preliminary injunction should be affirmed. 


UNITED STATES DISTRICT COURT 


VEHICLE APRON & Hoop Co. v. AMERICAN TirE & RUBBER Co. 


(193 Fed. Rep., 37 y 


72 
Northern District of Illinois, March 12, 1912. 
TrRADE-NAME—USE BY ANOTHER IN TRADE CATALOGUES. 
A dealer can not be restrained from using in his trade catalogues a 
cut showing the product of another, bearing the former’s trade-name, 
so long as he keeps that product for sale. He may, however, be 


enjoined from substituting another article, when that advertised is 
ordered. 


In Equity. On motion for a preliminary injunction. 


George T. May, Jr. (Chester C. Shepherd, of counsel), for 
complainant. 


Herbert Green, for defendant. 


Konzsaat, Circuit Judge—Motion for preliminary injunc- 
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tion, on bill to restrain unfair competition. It is charged in the 
bill, and established by the evidence, that complainant, a manu- 
facturer of automobile accessories, has extensively manufactured, 
advertised, and sold tire covers, and for a number of years last 
past has applied the name “Gordon,” as a trade-name, to certain 
tire covers of its manufacture, which have become generally, 
extensively, and favorably known to the trade and public as 
“Gordon” tire covers, by reason whereof complainant claims an 
exclusive right to the use of the name “Gordon,” as applied to 
tire covers, as a trade-mark and trade-name. 

It is further charged and proven that defendant, a dealer in 
automobile tires, casings and sundries, in a pamphlet or catalogue 
advertising its wares (which it issued and distributed among 
automobile owners), caused to be printed a cut of a tire cover like 
that of complainant. This tire cover, as illustrated, was distinctly 
marked with the name “Gordon.” Accompanying the cut was 
printed matter calling attention to the low price at which the 
article was sold—which was less than the price at which com- 
plainant sold its “Gordon” tire covers. 

In support of allegations of the bill, it has been shown by 
evidence that the president of complainant, John P. Gordon, 
having received through the mails from defendant company a 
copy of defendant's above-mentioned catalogue, instructed his 
manager, Hegelheimer, to send an order (as a purchaser for 
private use) for a “Gordon” tire cover. The order, referring to 
the catalogue and inclosing the price as listed, was sent. De- 
fendant filled the order by sending a “Nathan” tire cover. No 
explanation accompanied the substitution. 

Defendant does not deny complainant’s exclusive right to 
the use of the word “Gordon” as applied to tire covers. Its ex- 
planation of the publication of the cut is that it and its predeces- 
sors had theretofore dealt in genuine “Gordon” tire covers of 
complainant's manufacture, and it had some on hand at the time 
of the publication of the catalogue, and had used the cut to ad- 
vertise genuine “Gordon” tire covers of complainant’s manu- 
facture, without any intention of deceiving the public, or attempt- 
ing to palm off other tire covers for the genuine “Gordon”’ tire 
covers of complainant, and has, in fact, not sold more than three 
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tire covers since the publication and distribution of the catalogue, 
and since the commencement of this suit (which was the first 
notice it has received that complainant considered the publication 
of the cut a violation of its exclusive right) has entirely desisted 
from sending out any of said ‘catalogues. 

Evidence of the good faith of defendant has not been suc- 
cessfully rebutted, and it appears from this evidence that com- 
plainant has suffered but slightly, if at all, by the unauthorized 
use of its trade-name. It 1s not contended that defendant should 
be enjoined from using the cut to advertise and sell genuine 
“Gordon” tire covers, nor is there any basis in the bill for con- 
tention that defendant may not rightfully fix its own selling 
price for genuine “Gordon” tire covers—even though, as sug- 
gested by counsel, incidential damage may result to complainant 
by an impression among dealers that complainant is showing 
favoritism by quoting lower prices to defendant. 

It is very clear, however, that defendant can not be per- 
mitted, in its advertisements, by means of the quotation of a low 
price, to use complainant's trade-name as a bait to attract cus- 
tomers, and then, when “Gordon” tire covers are specified in an 
order, to substitute other tire covers. This is an illegitimate use 
of the good reputation of complainant's tire covers, which the 
court must enjoin. 

In the case of Enoch Morgan's Sons Company v. Il endover 
(C. C.) 43 Fed., 420, 10 L. R. A., 283, complainants had a trade- 
mark in the word “Sapolio.” When customers would ask for 
“Sapolio,” defendant's salesman would, without explanation, de- 
liver a soap called “Pride of the Kitchen.” As in the case of 
the “Nathan” tire cover, the words “Pride of the Kitchen” were 
plainly marked on the article. The price was the same; but there 
was no attempt, by any simulation of size, shape, or color of pack- 
age, to deceive the customer. Notwithstanding the total dis- 
similarity in name and style of package, it was held that the sub- 
stitution amounted to an infringement of complainant’s rights. 
The court said: 


“That the act of the salesman in offering ‘Pride of the Kitchen’ in 
response to a demand for “Sapolio” is, though done silently, a positively 
unlawful act, is clear. Its unlawfulness consists in an attempt to steal 
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away the business of complainant for the benetit of the manufacturers 
of ‘Pride of the Kitchen.’ It is clearly the object of the law of trade 


marks to prevent this.” 

A more recent case applying the same principle is Parkland 
Hills Blue Lick IVater Company v. Hawkins, 95 Ky., 502, 26 
S. W., 389, 44 Am. St. Rep., 254. 

That defendant, in at least one instance, substituted a tire 
cover not manufactured by complainant when a “Gordon” tire 
cover was asked for, is clearly shown. 

It follows that, so long as defendant has genuine “Gordon” 
tire covers for sale, it can not be restrained from the use of the 
name in its catalogue; nor can it be restrained from selling 
genuine “Gordon” tire covers at any price it may see fit. An in- 
junction, however, may issue, as prayed, restraining defendant 
trom the use of the name “Gordon” in connection with any 
other than the genuine “Gordon” tire covers of complainant's 
manufacture, and (so long as it uses the name “Gordon,” as 
applied to tire covers, in its catalogue or other advertisements ) 
from substituting, or attempting to substitute, other tire covers 
when “Gordon” tire covers are ordered or requested. 


YALE & Towne Mec. Co. v. REstTEIN, ef al. 


(196 Fed. Rep., 176.) 


/ 


Eastern District of Pennsylvania, May 2, 1912. 


TRADE-MARK—NAME OF PATENTED ARTICLE 

The name by which a patented article is known on the market 
during the life of the patent, becomes public property on the expiration 
of the patent, even though it be an arbitrary and fanciful name. The 
later user must distinguish his product from that of the original maker, 
but can not be enjoined from using the same. 


In Equity. On final hearing. 

Stevens Heckscher and Archibald Cox, for complainant. 

A. B. Stoughton and William Gorman, for defendant Ford. 
Joun B. McPuerson, District Judge.—I can not distinguish 


this case from Singer Mfg. Co. v. June Mfg. Co., 163 U. S., 169, 
16 Sup. Ct., 1ro0o2, 41 L. Ed., 118, and similar decisions. The 
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“Triplex” block was patented in 1889, but, as the patent has now 
expired, the defendant had a lawful right to make the article. 
Moreover, as the word “Triplex” is not a descriptive, but an 
arbitrary, word, and is undoubtedly associated in the public mind 
with the patented article, the defendant had the right to use the 
word on the expiration of the patent, provided he took the proper 
care to prevent his own goods from being confused with the 
goods of the original manufacturer. This he has taken. He uses 
the word “Tribloc” instead of “Triplex,” and (what is probably 
more important) he adds his own name as the name of the maker, 
and also the place of manufacture. 

On the authority of the cases referred to, the bill must be dis- 
missed, with costs. 


Tue Coca-CoLa CoMPANY v. NASHVILLE SyruP Co. 
Middle District of Tennessee, July 8, 1912. 


1. TRADE-MARK—TEN-YEAR REGISTRATION—EFFECT. 

It seems that the term “Coca-Cola” is not descriptive, but whether 
descriptive or not, a valid registration under the ten-year clause of the 
trade-mark act being shown, the term is entitled to protection, like any 
other valid trade-mark. 

TEN-YEAR MARK—-I NFRINGEMENT., 

The protection accorded to a descriptive or other mark registered 
under the ten-year clause of the act, is not confined to the particular 
form in which the mark is used by the registrant. Such a mark, 
registered and used in a hyphenated form, in script, is infringed by 
the use of the word in plain block type and without the hyphen. 


LS) 


In Equity. On final hearing. 


Candler, Thompson & Hirsch and Sizer, Chambliss & 
Chambliss, for complainant. 

IW’. R. Chambers, Jno. R. Poust, E. J. Smith, and Perkins 
Baxter, for defendant. 


SANFORD, J.—The affidavits used on the application for a 
preliminary injunction have been by agreement used as evidence 
on this hearing, and the evidence is, therefore, with a slight addi- 
tion, the same as that considered in determining said preliminary 
application. 


After careful consideration of the argument of counsel and 


the briefs filed on this hearing, I have again reached the same con- 
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clusion as on the preliminary hearing, and must now conclude, for 
the reasons stated in the memorandum opinion of April 4, 1912, 
on said preliminary hearing, that the complainant has established 
a valid statutory trade-mark in the word or words “Coca-Cola” 
by evidence showing the actual and exclusive use of this 
mark by the complainant and its predecessors in interstate com- 
merce, for ten years preceding the passage of the Act of Feb- 
ruary 20th, 1905, c. 592 (33 Stat., 724, 10 FF. S. A., 408), and the 
registration of such mark by the complainant on October 31, 1905 
in accordance with the provisions of Sec. 5 of said Act. In reach- 
ing this conclusion, | do not find it necessary to determine 
whether or not the compound name Coca-Cola is a descriptive 
name or merely suggestive of the ingredients, or purely arbitrary 
and fanciful, as applied to beverage syrups, or whether or not 
it could have been originally subject to appropriation by the 
complainant as a valid trade-mark. However, | think it clear 
that even if the separate words “Coca” and “Cola” have a dis- 
tinct meaning, indicating the extract of coca and the extract of 
cola as distinguished from the cola nut and the coca leaf, the 
compound word Coca-Cola, consisting of two nouns, can not be 
properly said to be an exact description of the syrup manu- 
factured by either the complainant or the defendant, since 
neither of these syrups is a compound composed either of the 
coca leaf or the cola nut, or of the extracts of cola and coca, but 
each is a compound, which among many ingredients contains 
some of the ingredients of the extract of coca, omitting cocaine, 
its most characteristic ingredient, and some of the ingredients of 
the extract of cola, including chiefly caffeine, which, while an 
important ingredient of the extract of cola, is not characteristic 
of the extract of cola in any distinctive sense, but is also found 
perhaps in greater degree in extras from coffee-beans and tea 
leaves; and, on the other hand, each of these syrups contains 
some ingredients not found in either cola nuts or coca leaves or 
the extracts of coca or cola. 

The defendant, however, earnestly contends that the effect 
of Sec. 5 of the Act of 1905 is only to give validity to the regis- 
tration of the actual mark which has been previously used as a 
trade-mark, and that the sole right that the complainant has 
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thereby acquired is the right to use the ‘““mark’’ Coca-Cola, “mean- 
ing” as stated in its brief, “the script in which the word or words 
Coca-Cola is written, either in a hyphenated or unhyphenated 
form”; in other words, that the complainant by the registration 
of this mark under the Act of 1905 acquired merely the right to 
the exclusive use of the mark Coca-Cola in its script form and 
not a trade-mark in the use of the name Coca-Cola when other- 
wise written. 

While this question presented is not free from some doubt, 
| am of the opinion that this section, when properly construed, 
does not confer merely the right to the use of the registered 
mark as a mark in the precise form in which it has been pre- 
viously used, but that by registration of the mark under Sect. 5 
of the Act, after ten years’ prior exclusive use, such mark is 
thereafter given effect as a valid statutory trade-mark in all 
respects, entitling it to protection as-any other statutory trade- 
mark, and not merely to protection as a mark in the precise 
form of its former use. 

Section 5 of the Act of 1905 c'early contemplates that, except 
in the prohibited cases, a “mark by which the goods of the owner 
of the mark may be distinguished from other goods of the same 
class” may be admitted to “registration as a trade-mark.” This 
necessarily implies that the “mark’’ when registered shall con- 
stitute a “trade-mark.” And Sec. 29 specifically defines the term 
“trade-mark” as including “any mark which is entitled to regis- 
tration’ under the terms of the Act. 

In Thaddeus Davids Co. v. Davids, (C. C. A., 2), 178 Fed., 
Sor, 804, the Circuit Court of Appeals said, referring to the effect 
of Sec. 5 of the Act of 1905; “The Act makes a mark actually 
and exclusively used for the requisite period entitled to registra- 
tion as a trade-mark. And if it is entitled to registration it is 
entit'ed to protection. We are unable to appreciate the distinction 
sought to be drawn by the defendant between the right to regis- 
tration of a trade-mark and the right to protect it.” It follows 
from this language, said Judge Hough, in Thaddeus Davids Co. v. 
Davids (C. C.), 190 Fed., 285, 286, s. c., 1 Trade-Mark Reporter, 
215, 216, “that since the ‘mark’ may be registered as a trade- 
mark and is entitled to protection, it is entitled to protection as 
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a trade-mark, which is equivalent to saying that it becomes a 
valid trade-mark by registration.” And so in American Lead 
Pencil Co. v. Gottlieb, (C. C.), 181 Fed., 178, it was held that al- 
though the name “Beats All” was a descriptive phrase not sub- 
ject to appropriation as a trade-mark, prior to the Act of 1905, 
the subsequent registration of such mark after ten years actual 
and exclusive use as a trade-mark, made these words available as 
a proper trade-mark, and entitled the complainant to an injunc- 
tion against infringement by a competitor by the use of the 
word ‘“Knoxall” as a trade-mark. 

In the present case I think it clear that the “mark” which 
had been in prior use by the complainant for ten years, an‘ 
which became a valid trade-mark by registration under the Act 
of 1905, was the compound word constituting the name “Coca- 
Cola,” and not merely the particular script form in which this 
word was used as a label. In its application registered January 
31, 1893, the complainant applied for a trade-mark on “the word 
or words ‘Coca-Cola’ and in its application registered October 
I, 1905, it again described the trade-mark as consisting ‘‘of the 
words Coca-Cola,” without limiting the trade-mark in either ap- 
plication to any particular form of script or use. The term 
trade-mark ‘generally speaking, means a distinctive mark of 
authenticity,” and “may consist in any symbol or form or words.” 
Elgin Watch Co. v. Illinois Watch Co., 179 U. $., 663, 673; 
American Paint Co. v. Asphalt Co., 220 U. S., 446, 453. And a 
particular combination of words designating certain merchandise 
may be protected as a trade-mark. MJenendes v. Holt, 128 U.S., 
514. And so in the present case, I am of the opinion that the 
mark which the comp!ainant had used and which it registered 
under the Act of 1905, consisted, as shown by its two applica- 
tions, in its essence, in the particular combination or form of 
words constituting the name “Coca-Cola,” and not in any par 
ticular script form of this name. 

The complainant, therefore, having in my opinion a valid 
statutory trade-mark in the word “Coca-Cola,” I am constrained 
to conclude that this trade-mark has been infringed by the de- 
fendant in the use of its labels, caps, etc., having the name Coca 
Cola printed thereon, although not in script, and in an unhyphen- 
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3 
ated form, and accompanied by the word ‘“Fletcher’s” and con- 
taining other printed matter differing from that contained in the 
complainant’s label, and in the use of this compound word Coca- 
Cola in its advertisements as a part of the name of the syrup 
which it has manufactured; and that the complainant is there- 
fore entitled to a reference for an accounting of the damages 
which it has sustained by such infringement and to a permanent 
injunction restraining further infringement. 

This conclusion is, in my opinion, in harmony with the cur- 
rent of authority upon the question of infringement of a trade- 
mark. When a name is used as a trade-mark, the use of a 
similar name likely to deceive the purchasing public is an in- 
fringement which will be enjoined as a violation of the trade- 
mark, though the defendant’s label is in other respects different. 
McLean v. Fleming, 99 U. S., 244; Battle v. Finley, (C. C.), 45 
Fed., 796, adopted and approved in Battle v. Finley (C. C.), 50 
Fed., 106. Duplicity or exact imitation is not necessary to the 
infringement of a trade-mark. Eagle IVhite Lead Co. v. Pflugh 
(C. C.), 80 Fed., 579. Thus when the complainant has acquired 
a trade-mark in the name “Hunyadi” for bitter waters commonly 
sold under the name “Hunyadi Janos,” this trade is infringed by 
the defendant by the use of the name “Hunyadi Matyas.” 
Sarhner v. Eisner Co., 179 U.S., 19, 30. So the statutory trade- 
mark ‘Beats All” is infringed by the use of the name “Knoxall.”’ 
American Lead Pencil Co. v. Gottlieb, sup. And in 2 Joyce on 
Injuncticns, 755, it is said: “Where a trade-mark consists of a 
word it may be used by the manufacturer who has appropriated 
it in any style or print or on any form of label, and its use by 
another in any form is unawful. In such a case the goods be- 
come known by the name or word by which they have been desig- 
nated, and not merely by the manner or fashion in which the 
word is printed or written, or its accessory circumstances and 
the unlawful use of the name or word in any form may be en- 
joined.” See also, Hutchinson v. Covert, (C. C.), 51 Fed., 832; 
American Tin Plate Co., v. Roller Mill Co., (C. C.), 158 Fed., 
690; and Gaines v. Leslie, 54 N. Y. Supp., 421; and Coca-Cola 
Co. v. Deacon Brown Bottling Co., U. S. District Court West. 
Dist. Ala. 
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The conclusion that the complainant’s trade-mark in the 
word “Coca-Cola” is infringed by the defendant by the use of 
this word, in its unhyphenated form, as part of the name of its 
syrup, is not, as I view it, necessarily in conflict with the opinion 
in Thaddeus Davids Co. v. Davids, (C. C. A., 2), 192 Fed., 915, 
in which, as I find since writing my former memorandum opinion, 
the Circuit Court of Appeals reversed the decree of the Circuit 
Court in 190 Fed., 285, and held, Judge Noyes dissenting, that 
the complainant’s statutory trade-mark in the single word 
“Davids” as applied to inks, which had been upheld by the Court 
in 178 Fed., 801, was not infringed by the use of the name of 
one of the defendants, “Courtland I. Davids,” on top of the de- 
fendant’s labels or the use of the name, “Davids Manufacturing 
Company,” under which the defendants were trading, at the bot- 
tom of their label. While this conclusion seems to have been 
largely reached as a result of the concession made by the com- 
plainant that the defendant Davids had the right to use his own 
name on the labels, though not at the top, the material distinction 
between the Davids case and the case at bar is, I think, this: 
that in the Davids case the defendants were not using the word 
“Davids,” in which the complainant had a statutory tradé-mark, 
as the name of their inks, or as a part of such name—it not ap- 
pearing that their goods were labeled “Davids” inks—but were 
merely, under whatever name their inks were sold, placing on the 
labels their own names as indicating apparently, the names of the 
manufacturers. In the present case, however, the defendant has 
incorporated in the name of its compound, as appearing on its 
labels and elsewhere, the very mark, to wit, the word “Coca-Cola” 
in which complainant has acquired a valid trade-mark, and such 
incorporation, as part of the name of the defendant’s syrups, of 
this very mark in which the complainant has acquired a statutory 
trade-mark must, I think, be deemed a violation of the com- 
plainant’s trade-mark in this word, even though the complainant’s 
trade-mark should be deemed limited, in accordance with the 
doctrine of the Davids case, to the very word “Coca-Cola” itself. 
In the Davids case, the defendants had apparently not used on 
their labels the complainant’s trade-mark “Davids” as a part of 
the name of their inks; hence I do not think this case can properly 
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be regarded as supporting the proposition that where the com- 
plainant has acquired a valid trade-mark in a mark, consisting 
of a word used as the name of certain goods, the defendant can 
escape infringement when it uses substantially this identical 
word itself as a part of the name of its own goods and incor- 
porates this very word, with merely the omission of a hyphen, in 
the name of its goods, upon its labels and elsewhere; or that, 
if it is to be so regarded, it can be reconciled with the decision of 
the Supreme Court in Sarlelner v. Eisner Co., supra. 

Without determining the question in this case arising in 
reference to the alleged unfair competition, irrespective of the 
question of trade-mark, a decree will accordingly be entered ad- 
judging the validity of complainant's trade-mark in accordance 
with this opinion, referring the cause to a special master for 
the ascertainment of damages and permanently enjoining the 
continued infringement thereof. Such injunction, however, will 
be conditioned upon the execution by the complainant of an in- 
junction bond, with sureties approved by the clerk of this court 
in the same amount and conditioned in an analogous manner to 
the bond required on the application for a preliminary injunction. 
See on the question of stipulated damages in such bond in addi- 
tion to the cases cited in the former opinion, City of Grand Rapids 
v. Warren Bros., decided by the Circuit Court of Appeals for 
the Sixth Circuit, May 15th, 1912. 


New York MAcKIN’rosuH COMPANY vy. ISAAC FLAM, et al. 
Southern District of New York, July 18, 1912. 


1. TRADE-MARK—TEN-YEAR REGISTRATION—EFFECT. 

It seems that the word “Bestvette” is not a descriptive term, as 
applied to rain capes. However that may be, its registration under the 
ten-year clause of the trade-mark act requires that it be recognized as 
a valid trade-mark. 

INFRINGEMENT—CONFLICTING MARKS. 

The mark “Bestyette” is not infringed upon by the use of the 
word “Veribest” on the same goods. 
3. TrRapE-MarK—VALIDITY. 

The representation of a girl wearing a rain cape is a valid trade- 
mark for that article and is infringed by any picture so like thereto as 
to be likely to be confused with it. 

4. REGISTERED MARK—INFRINGEMENT. 

A registered mark is not infringed by the unauthorized use of a 

reproduction thereof on letter heads, bill heads, and business papers. 


to 
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In Equity. On final hearing. 


Joseph L. Levy, for complainant. 
Bernard Cowen, for defendant. 


Horr, J—This suit is brought to restrain the alleged in- 
fringement of two trade-marks. The complainant is a manu- 
facturer of ladies’ and girls’ waterproof cloaks and capes. In 
1907 the complainant registered in the Patent Office, as a trade- 
mark to be used on clothing, the word “Bestyette,” and in 1910 
it registered as another trade-mark a picture of a girl wearing a 
rain cape. The proof shows that the complainant since 1904 
|1894] has used the mark bestyette by attaching to a certain 
class of rain capes a woven or printed label on which the word 
is shown, and since 1908 has used the pictorial mark by printing 
it on the boxes containing the goods and by tagging to the goods 
a printed label bearing such picture. The defendants are engaged 
in the same business as the complainant in the manufacture of 
rain coats and capes. They make similar goods, and have at- 
tached to their capes the word “Veribest” as a trade-mark, and 
have had printed and used, upon certain business cards, billheads 
and order forms, copies of the complainant’s pictorial trade-mark. 

The bill, in addition to allegations of the infringement of 
the trade-marks, contains allegations of unfair competition in 
trade. But as all the parties to this suit are citizens of New York, 
this Court has no jurisdiction of a suit between them on the 
ground of unfair competition, and the complainant’s counsel did 
mot, on the hearing or in the brief submitted, claim to recover 
on that ground. It should therefore be clearly apprehended, at 
the outset, that the sole question in this case is whether the com- 
plainant’s trade-marks have been infringed. 

The defendants claim, in the first place, that the complain- 
ant’s trade-mark [estyette is invalid because the word is simply 
descriptive of the character or quality of the goods. Undoubtedly 
if the complainant had attached to its goods the sentence “These 
rain capes are the best yet made,” or some contracted form of 
such sentence, as, for instance, “Best rain capes yet made,” or 
“Best yet made,” or “Best yet,” the statement would be simply 
descriptive and the usual commendation of a vendor, and could 
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not be a valid trade-mark. bestyette, when spoken, sounds the 
same as Best Yet; and undoubtedly the claim that it is merely 
a descriptive word has much weight. But, in trade-marks, the 
impression produced on the sight of the buyer is the main thing; 
and, upon the whole, I think that the compounded and fantastic- 
ally spelled word Bestyette is sufficiently distinctive to be a 
trade-mark. Moreover, the evidence shows that it was used ex- 
clusively by the complainant more than ten years before registra- 
tion; and therefore the provisions of Section 5 of the Trade- 
Mark Act of 1905 apply that, in such a case, the fact that the 
term was originally descriptive does not prevent registration. 
The defendants also claim that, assuming that the word 
Bestyette can be a valid trade-mark, their use of the word Veri- 
best for their trade-mark does not infringe it. I think it clear that 
no dealer can be prevented from asserting, by an advertisement 
printed on the goods or in any other manner, that his goods are 
the best, or the best yet, or the very best. If the word best is in- 
cluded in a queer compound word oddly spelled, used as a trade- 
mark, that does not prevent other dealers from using the same 
word in the same way, so long as the word first created is not 
imitated too closely. The question therefore comes back to the 
usual one in trade-mark cases: does the defendants’ trade-mark 
imitate the complainant’s so closely as to deceive the public into 
supposing that they are purchasing the complainant’s goods when 
purchasing the defendants’? In all this class of cases, undoubt- 
edly, regard must be had to the fact that many of the public are 
hasty, heedless and easily deceived. But, after all, the question in 
all such cases is, would the public actually be deceived. Each 
case must be determined on its own facts; but, in this case, I can 
not believe that any one, seeing the label Veribest on a cape, 
would believe it to be the Bestyette cape because of such label. 
The similarity of the capes in shape, style and color might lead 
to such belief, but the trade-mark alone, it seems to me, would 
not. The case brought by the complainant in this court against 
Wangrow, in which it was held that the word “Bestever” in- 
fringed ‘“Bestyette,” differs essentially, in my opinion, from this 
case. The words Bestyette and Bestever begin alike and look much 
alike, and I entirely concur in the decision of that case, but the 
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decision reached in that case does not seem to me to require a 
similar decision in this case. The just rights of the owners of 
trade-marks should be upheld, but, in deciding such cases, the 
importance of maintaining the general freedom of trade should 
not be overlooked. 

The defendants claim also that the complainant's pictorial 
trade-mark is invalid. They assert that it is merely a picture of 
the article sold. Undoubtedly a mere picture of an article of 
merchandise can not be made a trade-mark to be attached to such 
article. Such a trade-mark is prohibited from registration by 
Section 5 of the Trade-Mark Act as a “device descriptive of the 
goods.” Nor, in my opinion, can a garment maker, by adopting. 
as a trade-mark, a picture of a person wearing a garment, pre- 
vent other dealers from adopting a similar trade-mark, provided it 
is not so close an imitation as to naturally lead to confusion. It 
is the common practice of dealers in clothing to advertise their 
goods by pictures of persons wearing them, and no one, under the 
guise of adopting a trade-mark, can obtain the exclusive right to 
such pictures. But, while the question here is again a c‘ose one, 
| think that the complainant's picture is sufficiently destinctive 
to be a valid trade-mark. The defendant's picture on their cards, 
letterheads and orders is an exact copy of it. They could have 
adopted a picture of a girl wearing a rain cape without copying 
the complainant's picture. But their picture is such a complete 
reproduction of the complainant's trade-mark that it would clearly 
have infringed it, if it had been attached to the defendants’ capes 
or to the boxes in which they were shipped. But the difficulty 
with this branch of the case is that there appears to be no proof 
that it was so attached. On the hearing, after inspecting the 
pictures on the defendants’ business papers and perceiving that 
they were literal copies of the complainant’s trade-mark, and 
assuming that the defendants tagged the same picture to their 
goods and boxes, | was of opinion that the trade-mark was in- 
fringed. But on a careful examination of the record I find no 
proof that the defendants ever used the picture as a trade-mark. 
A trade-mark is something attached to the goods or the re- 
ceptacles containing them which the buyer sees and by which the 


goods become known tothe buyer. It seems strange that the 
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defendants should have copied this trade-mark on their business 
papers and should have abstained from attaching it to their 
goods, but such a use of it on their business papers, while af- 
fording strong proof of unfair competition in trade, is, in my 
opinion, no proof of infringement of the trade-mark. 

There is obviously much in this case to suggest an intentional 
and close imitation of the complainant’s goods and _ business 
methods by the defendants. The complainant put on the market 
a rain cape distinctive and attractive in style and color. The de- 
fendants exactly imitate it. But there is no law which prevents 
any one from making clothes like another. If a tailor, or dress- 
maker, or garment maker of any kind creates a novel and at- 
tractive garment any rival can copy it. The devising the word 
Veribest as a trade-mark was probably suggested by the com- 
plainant’s trade-mark Bestyette ; and I have no doubt that the de- 
fendants directly copied the complainant’s pictorial trade-mark 
in the picture on their business papers. The question of unfair 
competition is not before me; if the complainant thinks it exists, 
it has a remedy by suit in the state courts. The sole question 
here is whether the defendants have infringed the complainant's 
trade-marks. I can not see that they have. 

A decree is directed for the defendants, but, under all the 
circumstances of the case, without costs. 


_ [On the last point, see Diederich v, W. Schneider Wholesale Wine & 
Liquor Co., Reporter, Vol. II, p. 265.] 


SUPREME JUDICIAL COURT OF MASSACHUSETTS 


CounciL oF JEwisH WoMEN, et al. v. Boston SecTion, CoUNCIL 
oF JEwisnh WoMEN, et al. 


(o8 Northeastern Rep., 862.) 
May 27, 1912. 


Unrair CoMPETITION—TRADE-NAME—BENEVOLENT CORPORATION. 

A corporation organized for benevolent purposes, can not enjoin 
from the use of its name another like corporation, formed with its con 
sent, under the laws of another state, and which has voted to sever its 
connection with the parent body. 


Appeal from decree sustaining demurrer and dismissing 
bill. County of Suffolk. 
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COUNCIL OF JEWISH WOMEN, V. BOSTON SECTION 329 


The complaint alleged the plaintiff's organization under the 
laws of New York for the incorporation of benevolent corpora- 
tions, and the defendant's incorporation under similar laws in 
Massachusetts, subordinate to plaintiff; that at a meeting of the 
defendant corporation, called with insufficient notice, those pres- 
ent, about one-fifth of the membership, voted to withdraw from 
the national body. The complainant prays that the defendant 
be enjoined from using the name “Boston Section, Council of 
Jewish Women,” or similar name, and for other relief. 


Edward F. McClennen, for appellants. 
Lee M. Friedman and Philip Rubenstein, for appellees. 


SHELDON, J— * * * Any rights of the plaintiff against 
the defendant are of a contractual nature, and spring out of a 
voluntary relation, which can be altered or annulled at the will 
of either party, subject only to the ordinary remedies available 
against any one for a breach of contract or the violation of a 
duty. This is the principle of the decisions in somewhat similar 
cases. McFadden v. Murphy, 149 Mass., 341, 21 N. E., 868; 
Kane v. Shields, 167 Mass., 392, 45 N. E., 758; Sabourin v. Lippe, 
195 Mass., 470, 81 N. E., 282; Attorney General v. N. Y., N. H. 
‘> H.R. R., 197 Mass., 194, 83 N. E., 408; Rudolph v. Southern 
Beneficial League, 23 Abb. N. C., 199, 7 N. Y. Supp., 135; Kern 
v. Arbeiter Unterstuetzungs lerein, 139 Mich., 233, 102 N. W., 
746. It is the doctrine that runs through the cases from New 
Jersey that have been cited in argument. Altmann v. Benz, 27 N. 
J. Eq., 331; National Council of Jr. O. U. A. M. v. State Council 
of Jr. O. U. A. M., 64 N. J. Eq., 470, 53 Atl., 1082, and 66 N. J. 
q., 429, 57 Atl., 1132; State Council v. National Council, 71 N. 
J. Eq., 433, 64 Atl., 561. 

The averments of the bill do not show that the defendant 
has received any money in trust for the plaintiff within the rule 
stated in National Council v. State Council, 64 N. J. Eq., 470, 53 
Atl., 1082. Nor is any such fraudulent intention averred as was 
found to exist in /nternational Committee of Young Women’s 
Christian Association v. Young Women’s Christian Association, 
194 Ill., 194, 62 N. E., 551, 56 L. R. A., 888. 


The name of the defendant corporation appears to have been 
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assumed without objection from any one. It is now too late to 
make such objection under R. L. c. 109, § 8, or under any other 
statutory provision which has been called to our attention. We 
can not enjoin it from continuing to use that name. 

The decree sustaining the demurrer and dismissing the bill 
with costs must be modified by adding the costs of the appeal, 
and so modified must be affirmed. 


SUPREME COURT OF MICHIGAN 
PropLe’s Ourritrine Co. v. PEoPLE’s OutLer Co. 
(136 Northwestern Rep., 590.) 

May 31, 1912. 


Unrair ComMperiTion—TRADE-N AME—DEMURRER. 

A bill of complaint alleging the complainant’s incorporation and 
business, the subsequent incorporation of the defendant for the same 
business purpose, and resulting confusion arising from the similarity 
of the names, states a good cause of action. 

Appeal from circuit court, Wayne County, sitting as a court 
of chancery. 


Bernard Goldinan (Leo M. Butzel, of counsel), for appellant. 
Lucking, Emmons & Helfman, for appellee. 


Before Moore, C. J., and McAtvay, STEERE, BROOKE, BLAIR, 
STONE, and OstRANDER, JJ. 


Moore, C. J.—The defendant interposed a demurrer to the 
complainant’s bill of complaint. From a decree overruling the 
demurrer, the defendant has brought the case here by appeal. 

We quote from the bill of complaint as follows: 

“(1) That your orator is a Michigan corporation duly or- 
ganized under the laws of the state of Michigan and pursuant to 
Act No. 232 of the Michigan Public Acts of 1885 and the laws 
amendatory thereto. That your orator was incorporated in 
August, 1893, ‘to sell and deal in, at wholesale and retail, house 


furnishing goods and general merchandise.’ That continuously 


since said time your orator has been engaged in said business. 


“(2) That the said defendant, the People’s Outlet Company, 








* 














PEOPLE'S OUTFITTING CO, V. PEOPLE'S OUTLET CO. 


a 
(2 
— 





was organized under the laws of the state of Michigan and pur- 
suant to Act No. 232 of the Public Acts of 1903 and the laws 
amendatory thereto. That said defendant was incorporated in 
July, 1910, ‘to buy, sell and deal at wholesale and retail in general 
merchandise, dry goods, notions, shoes, clothing, and all other 
goods to such business belonging. * * * That since October 
1, 1910, the said defendant has been and now is engaged in the 
retail business at 156 Gratiot Avenue, Detroit, Mich., handling, 
selling, and dealing in clothing, shoes, and ladies’ ready-to-wear 
goods. * * * 

(4) That since its organization your orator has been and 
now is engaged at Detroit, Mich., in a furniture and house fur- 
nishing business. That it deals in furniture, carpets, rugs, stoves, 
jewelry, crockery, draperies, curtains, dry goods, ladies’ wearing 
apparel, and general merchandise. That your orator has for up- 
wards of 15 years last past operated a large retail furniture and 
house furnishing business in a large five-story butlding and base- 
ment situated on the corner of Rowland Street and Michigan 
Avenue, Detroit, Mich., and that it has also for several years last 
past operated a large mail order department in said city which 
is now situated on the West Grand boulevard in said city of De- 
troit, and that your orator employs 250 men and women in said 
city in its retail and mail order business, and receives daily thou- 
sands of letters. 

“(5) That your orator has spent and is spending many thou- 
sands of dollars in advertising its business, and that the name of 
your orator and the exclusive right to the use thereof has become 
a valuable property right, built up at a large expenditure of money 
and worth thousands of dollars to your orator. 

“(6) That on or about September 1, 1910, your orator 
learned of the organization of the said defendant company, and 
anticipating that the similarity of names between your orator 
and the defendant would lead to uncertainty and confusion in the 
minds of the public, your orator caused its attorney, Harry Helf- 
man, to call upon the said defendant.” 

The bill of complaint then recites the efforts made to induce 
defendant not to use the name taken by it. 


‘“(g) Your orator avers that it refused to pay said sums and 
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protested against the continued use of the name of the said de- 
fendant and caused its attorney to notify the said defendant that 
in due time your orator would file a bill in equity against the 
said defendant to restrain and prevent the use of the said name. 

‘(70) Your orator further avers that it contemplates engag- 
ing in the clothing business in the near future and instructed its 
attorney to so inform the defendant, and your orator charges the 
fact to be that its attorney did so inform the defendant during 
said negotiations. 


(11) Your orator shows that almost daily since the middle 
of September, 1910, your orator has been put to considerable 
trouble, annoyance, uncertainty, and confusion on account of the 
similarity of the said names of your orator and the said defendant, 
which had arisen in a variety of different ways, viz: (a) The 
various railroads, express companies, and navigation companies 
in the city of Detroit have confused the said names of your orator 
and said defendant. That your orator has been notified 
repeatedly by said railroad companies to call at their 
depots in order to take away merchandise alleged to have 
been consigned to your orator, and your orator would send its 
drivers to the depots and then learn that the freight in question 
was consigned to the defendant. That your orator was also 
notified by the navigation companies to take away freight alleged 
to have been consigned to it, but upon arrival of your orator’s 
drivers at the wharves or docks, the said drivers would be in- 
formed that the said merchandise was intended for the People’s 
Outlet Company. That boxes of shoes, boxes of clothing, etc., 
have actually been hauled by your orator’s drivers to your orator’s 
store before the mistake was discovered. That express companies 
have made similar mistakes. (b) That almost daily your orator 
receives mail intended for the People’s Outlet Company, and only 
after considerable trouble is the fact discovered that the mail 
was not intended for your orator. That your orator has re- 
ceived bills from creditors of the said defendant, demands for 
money, statements of account, bills of lading, notice to make 
payments, invoices, letters of various characters, which upon in- 
vestigation, after considerable trouble your orator has learned 
were intended for the said defendant. That said letters would 
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come not only from Detroit, but from New York City and else- 
where. That in view of the large mail order business of your 
orator, the confusion of mail ts a serious matter and works much 
damage and annoyance to your orator. (¢) That your orator 
has been called upon the telephone repeatedly by persons who de- 
sire to interview the People’s Outlet Company. (d) That your 
orator keeps its bank accounts at the First National Dank in 
Detroit, Mich., and the said defendant likewise keeps an account 
at said bank. That on one occasion your orator was notified by 
the said bank to pay a note alleged to be due from your orator 
to the said bank, and after considerable inquiry and correspond: 
ence it was discovered that the said obligation was due from the 
said defendant to the said bank and not from your orator. 

(12) Your orator says that it did not file this bill of com- 
plaint before this date because your orator was advised by its 
solicitors to await a reasonable length of time until it could be 
demonstrated by actual experience whether or not the names of 
your orator and said defendant were so similar as to result in 
confusion and uncertainty, and for that reason only has your 
orator waited until this time, and that in the meantime your 
orator has protested to the attorney for said defendant against 
the use of the said name and has told the said attorney that in 
due season your orator would file this bill. That your orator is 
without adequate remedy at law and must forever lose its just 
claim and suffer great and irreparable damages to the extent of, 
to wit, thousands of dollars, unless relieved by a court of equity. 

“Your orator therefore prays: (a) That the defendant, the 
People’s Outlet Company, appear and answer this bill of com- 
plaint, but not under oath; answer under oath being hereby ex- 
pressly waived. (b) That the said People’s Outlet Company be 
restrained by an order of this court, and that a temporary and 
permanent injunction be issued herein, restraining the said de- 
fendant, its officers, agents, and employés, from using the name 
‘People’s Outlet Company,’ until the further order of this court. 
(c) That your orator may have such other and further relief as 
to the court shall seem meet and agreeable to equity.” 

The material parts of the demurrer are as follows: ‘(1) 
Because under the facts and averments set forth in complainant's 
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bill, the defendant, People’s Outlet Company, is legally and 
equitably entitled to the use of its corporate name, to wit, 
‘People’s Outlet Company.’ (2) Because the word ‘People’s,’ 
used in connection with the corporate name of defendant, 
People’s Outlet Company, is such a general term of description 
as not to entitle the complainant to the monopolization thereof. 
(3) Because the said bill does not show that the complainant has 
any interest in the subject-matter thereof. (4) Because by the 
averments of the bill, the parties not being engaged in competing 
business, the complainant is entitled to no relief. (5) Because 
the word ‘People’s’ is part of the English language, and com- 
plainant has no capacity to appropriate its use to the exclusion 
of any other portion of the public, natural or corporate. (06) 
Because the complainant has at best only a theoretical right to 
prevent defendant from using the name adopted by it, in case 
of unfair practices, and the bill does not so claim or allege, and 
in fact disproves such existing claims.” 

It is not necessary to cite any authorities upon the proposi- 
tion that the demurrer admits the truth of the averments in the 
bill of complaint. A reference to these averments shows that 
reasons 3 and 4 are not well taken. The other reasons may be 
considered together. Counsel say: “That the word ‘People’s’ 
used in connection with and as a part of the corporate name of 
defendant is a generic term, and is not subject to monopoliza- 


tion by complainant. * * * 


That the bill does not allege 
unfair trade practices, and in fact by implication refutes any 
such claim. * * * The tests applied by all the authorities 
in this class of cases are: Is the corporate, or trade, or fictitious 
name simulated? Is the name assumed or adopted false in fact? 
Is it used in connection with locality or other representations so 
as to convey the impression that the business is the continuation 
of an old business, or the business of complainant ?”’ 

The complainant is not complaining simply because of the 
use of the word “People’s” and “Company,” but it is complaining 
of the use of those words as arranged in the name of the de- 
fendant corporation, claiming the result is so similar to the 
name of the complainant as to be misleading in fact, in the actual 
business life of the complainant. 
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The solicitors for defendant, in support of their contention 
which we have already quoted, cite many cases which relate 
simply to trade-marks, and which we think do not apply to the 
instant case. They cite and rely upon the following Michigan 
cases: Hilliams v. Farrand, 88 Mich., 473, 50 N. W., 446, 14 
L. R. A., 161; Supreme Lodge K. of P. v. Improved Order K. of 
P., 113 Mich., 133, 71 N. W., 470, 38 L. R. A., 658; Michigan Sazv- 
ings Bank v. Dime Savings Bank, 162 Mich., 297, 127 N. W., 
364, 139 Am. St. Rep., 558. 

The first named of these cases does not deal with a dispute 
between corporations, but with one between partners, some of 
whom bought out the others; the retiring copartners having 
organized a new business. In the case in 113 Mich., 71 N. W., 
this court adopted as its own the opinion of Judge Carpenter, 
in which opinion he used the following language: “The correct 
principle is stated in complainant's brief (page 71) as a quotation 
from the opinion of Judge Foster, of the superior court of 
Vanderburgh County, Ind., rendered in the suit of St. George 
Lodge, K. of P. v. Rosenthal, et al.: ‘Where a corporation has 
appropriated and used a name for such length of time as to be- 
come identified by the name, and has established a character and 
reputation under it, it is a fraud upon the corporation and the 
public if this name be assumed by others under such circum- 
stances as would lead the public to believe that they constitute the 
original corporation, and where injury will result to the cor- 
poration on account thereof, courts of equity will, at the suit of 
the injured parties, by injunction restrain the further perpetra- 
tion of the wrong. It is the special injury to the party aggrieved 
and the imposition upon the public that constitute the wrong 
which the courts will redress. It is not necessary that the wrong 
should be intentional'y committed. It is enough that the name 
should be used under such circumstances as would lead the pub- 
lic to believe that the latter organization was the former, and 
thereby cause injury to the former corporation.’ Where one 
uses the name of another for the fraudulent purpose of attract- 
ing to himself business which belongs to that other, no injustice 
will be done if the court assumes that the name chosen accom- 
plishes this purpose, even though the resemblance be not great. 
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If one intends that the name he has chosen shall be believed to be 
that of another, it is fair to infer that he will so use that name 
as to promote the desired belief. Accordingly, we find that the 
motives with which a name is chosen, and the circumstances at- 
tending its use, as well as the similarity of names, have a bearing 
in determining whether business is liable to be diverted, and 
consequently whether the courts shall interfere.” 

In Michigan Savings Bank v. Dime Savings Bank, supra, 
Justice Ostrander, speaking for the court, among other things 
said: “So Act No. 232, Pub. Acts 1903, in section 2 thereof, 
relating to names to be assumed by corporations, contains the 
proviso that ‘no name shall be assumed already in use by any 
other existing corporation of this state, or corporation lawfully 
carrying on business in this state, or so nearly similar as to lead 
to uncertainty or confusion.’ Courts of equity are frequently 
called upon to remedy conditions which grow out of the use by 
a corporation of a name similar to the name of another corpora- 
tion, carrying on a business of the same character. In such 
cases it is usually, if not always, true that relief is granted be- 
cause experience has demonstrated that the public is misled, 
and the corporation first established is defrauded on account of 
the similarity of the names. We assume that the statutes re- 
ferred to were intended to prevent, to some extent, the condi- 
tions which in such cases, when they arise, make a resort to the 
courts necessary. In this view of the legislation, in its enforce- 
ment by the courts as a preventive measure, it is necessary to con- 
sider, in advance of a demonstration based upon experience, and 
in a case where neither corporation has, or can acquire, the gen- 
eral right to an exclusive use of the words employed in the 
name, whether it is likely that the public will be misled, and 
whether the complaining corporation is likely to be injured. |: 
is evident that experience, not in the particular case, but in other 
cases, must still be employed in determining the fact, and that 
mere conjecture that some confusion may result is not ground 
for granting equitable relief. \Ve may also consider that if relief 
is refused and conjecture is in actual experience made fact, the 
complaining corporation may have its remedy.” 
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In Knit Goods Co. v. Glove & Mitten Co., 120 Mich., 159, 
78 N. W., 1072, 44 L. R. A., 841, Justice Montgomery said, 
among other things: “In the present case the testimony shows 
that dealers have been mis!ed, and in view of the fact that the 
complainant’s business is largely the manufacture of gloves and 
mittens, and that the name ‘Lamb’ is prominent in the corporate 
name, we think it is likely to mislead. The case is very similar 
to Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y., 462 
43 Am. St. Rep., 769. In that case the complainant's name did 
not describe its business. The business was, in fact, the manu- 
facture and sale of soap. The court restrained the defendant 
from carrying on the business in the name of the Higgins Soap 
Company. The court held that, even if the name was assumed 
in good faith, without design to mislead the public and acquire 
the complainant’s trade, the defendant, knowing the facts, must 
be held to the same responsibility. See, also, Holmes, Booth & 
Haydens v. Holmes, Booth & Atwood Mfg. Co., 37 Conn., 278, 
g Am. Rep., 324; Wevers v. Buggy Co., 54 Mich., 215, 52 Am. 
Rep., 811; Frases v. Lubricator Co., 121 Ill., 147, 2 Am. St. Rep.., 
73; Pillsbury v. Flour Mills Co., 12 C. C. A., 432, 64 Fed., 841; 
IValter Baker Co. v. Baker |C. C.], 87 Fed., 209.” 

Applying these principles of law to the case stated by the bill 
of complaint and admitted to be true by the demurrer, we think 
the complainant has stated a case for relief. See, also, Finney’s 
Orchestra v. Finney's Famous Orchestra, 161 Mich., 289, 126 


N. W., 198, 28 L. R. A., (N. S.), 488. 


The decree of the court below is affirme| with costs. De- 
fendant is given 20 days in which to answer. 
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COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


H. BEcKER & Company v. C. A. GAMBRILL MANUFACTURING 


COMPANY 


April 1, 1912. 


1. GEOGRAPHICAL TERM—"“ORANGE GROVE.” 
The words “Orange Grove” are geographical, and therefore not 
registrable as a technical trade-mark. 
2. TEN-YEAR MAkRK—ExXcLusiIveE USr. 
Use by the appellee of the geographical term “Orange Grove’ not 
being exclusive during the ten years next preceding the passage of the 
Trade-Mark Act, it is not entitled to register the same. 


Mr. Arthur v. Briesen, for the appellant. 
Mr. Arthur Steuart and Mr. J. E. Cross, for the appellee. 


VAN OrspEL, J—This is an appeal from a decision of the 
f 


Commissioner of Patents granting appellee company priority o 
use and registration of a trade-mark for flour, consisting of the 
words “Orange Grove,” together with a pictorial representation 
of a twig bearing two oranges. 

Appellee made application for the registration of its mark 
under the ten-year clause (Sec. 5) of the Trade-Mark Act of 
February 20, 1905. It was thrown into interference with ap- 
pellant’s mark “Orange Mills,” registered in 1881. On hearing, 
appellant directed its testimony to combating the right of appellee 
to register its mark, on the ground that it had not enjoyed ex- 
clusive use for the ten-year period. The Commissioner of Pat- 
ents, however, held appellee’s mark to be a technical trade-mark, 
and that its use antedated appellant’s use of its mark, and awarded 
priority and registration to appellee. 

Counsel for appellant strenuously urges that inasmuch as 
appellant was cited into the Patent Office to combat appellee's 
right to registration under the ten-year provision, and as that 
was the issue to which its testimony was directed, the finding is 
at variance with the pleadings and the evidence, and can not, 
therefore, be sustained. We think, however, that the case can 
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be disposed of without reference to this feature of the contro- 
versy. 

An interference was declared under Section 7 of the trade- 
mark law, which provides that— 
whenever application is made for the registration of a trade-mark which 
is substantially identical with a trade-mark appropriated to goods of the 
same descriptive properties, for which a certificate of registration has 
been previously issued to another, * * *, he (the Commissioner) may 
declare that an interference exists 

In granting the interference the Commissioner recognized 
that the marks were “substantially identical.” 

The dominating feature of both marks is the word “Orange.” 
The pictorial representation of the twig and the two oranges 
tends to emphasize the word “Orange” as the striking feature of 
appellee’s mark. Flour bearing either of the marks would soon 
become known to the trade as the “Orange Brand.” Stencils used 
by appellee in marking barrels were exhibited, which omitted the 
twig and oranges, indicating that these were not regarded by it 
as essential features of its mark. 

The word “Orange” and the words “Orange Grove” are 
geographical, and not subject to registration as technical trade- 
marks. In fact, appellee's mill is located at Orange Grove, Md. 
This narrows appellee's right to registration to the ten-year clause 
f the Trade-Mark Act. It failed to establish exclusive use as 
against appellant, for the ten-year period prior to the enact- 
ment of the present law, and is, therefore, barred from registra- 
tion. 

This sufficiently disposes of the appeal. The decision of the 
Commissioner of Patents is reversed, and the clerk is directed to 
certify these proceedings as by law required. 


SEARS AND NICHOLS COMPANY v. BRAKELY 
(180 O. G., 882.) 
April 1, 1912. 
1. DescripTiVE TERM—“EVERGREEN” FOR CANNED FRUIT AND VEGETABLES 


The word “Evergreen” as applied to canned fruits and vegetables 
Held descriptive, and therefore not registrable as a technical trade-mark. 
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2. OPppositiox CONTEMPORAX E01 S Use 


The ri Sistration of 


DURING TEx YEAR Prriop 
fruits and 


the word “Evergreen” as applied to canned 

Vegetables js Properly refused registration, since this 
IS descri tive of the goods, and the record Shows that the 
also used this 


Sd Ne gvoods duri 


mark 
Opposer had 


mark on the ng the ten-year period 


Mr. FC. Underwood. 


for the appellant, 
Mr. C. H. Howson, 


for the appellee, 


SHEPARD, C. J. 


The Sears and Nichols Co. 
registration oft 


a trade-mark 
consisting of the 


applied for the 
for canned fruits and vegetables. 
The sample label filed 
a representation of 
another rey 


word “ vergreen.” 


shows the word “Evergreen” Over green 


string-beans anc resentation of a held 


dccompanied by 
growing y egetables. 
Opposition was hled by Arthur | 
Was engaged in | 
himself. 


OT green 
rakely, representing that he 


acking and selling canned vegetables. 


and that in July, ISQ7, | 
athixed as a mark to cans 


grown }y 
le used the word 


“Evergreen 
and packages of 


sreen peas. That the 
same mark has been continu usly used since and It is not true 
that applicant has had 


exclusive use of said mark upon canned 
vegetables. That as he has established ; 
ot Packing and selling pea 
brand, he Will be seriously 


trade-mark by 


t valuable 800d will in 
the business 


S under said Mark 
damaged by the 
the applicant. 


an] 
registration of said 
The testimony shows that Drakely ha 
peas, with said ] 


sold his 2 Ti “1s 


l ex mmMenced the pack- 
rand affixed, in July, 
with that brand in Ney Jersey 
and that he had continued to use the 


testimony showed that it, 
from Whom the mark had 


its canned g00ds since some 
Registration 


bécause the word 


Ing and sale of canned 
ISQ7; that he had 
and Pennsylvania : same 
mark. Applicant's and its predecessor 
been acquired had used the word on 
time prior to the year 1888 

Was rightly denied 
“Evergreen.” 
(See in re Vever Bros. ¢ 


and the cases t] 


aS a technica] trac 
as used, 


le-mark, 
is clearly descriptive. 
Offee and Spice Co.. 179 O. G., 579, 
lerein cited. ) 


Nor is the 
the Trade-Mark 
Mark for two ve 


Mark entitled to registration under Section 5 of 
Act by virtue of 


actual and exclusive 
ars prior to the 


use of the 
adoption of the act, for t° 
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mony shows that such use was not exclusive. (Jl orcester Brew- 
ing Co. v. Reuter and Co., 30 App. D. C., 428-431.) 

The decision is right, and will be affirmed. The clerk will 
certify this decision to the Commissioner of Patents. 


COMMISSIONER OF PATENTS 


GoEBEL & Sons Grocer COMPANY vy. JOHNSON 
15 O, G.. SBo:) 


June 4, 1912. 


I NTERFERENCI Morion Oo DISSOLVI 


\ motion to dissolve, based on the ground that the date of adop 
tion and use alleged by one of the parties was subsequent to that oft 
the registration of H and G 


r. Held properly refused transmission in 
view of the fact that an interference between the 
party and the registration of H. and G. had 
favor of the forme: 


application of this 
been finally decided in 


Mr. Emil Starek, for Goebel & Sons Grocer Company. 
Messrs. Mason, Fenwick & Lawrence, for Johnson. 
TENNANT, Assistant Commissioner.—This is an appeal by 
Goebel & Sons Grocer Company from a decision of the Examiner 
of Interferences refusing to transmit a motion to dissolve the 
interference upon the ground that the senior party is not entitled 
to registration. 


It is alleged in the motion to dissolve that 


the mark has been previously registered in connection with goods of the 


same descriptive properties to Huntoon and Gorham, September 18, 18904, 
No. 25,254, who allege an adoption and use at a date subsequent to the 
date of the moving party, but prior to the date of the senior party to this 
interference. The date of Huntoon and Gorham certificate is prior to 
the date of adoption and use alleged for the 


mark of the senior party, 
Grafton Johnson 


The records of this Office show that in an interference pro- 
ceeding had between the registration of Huntoon and Gorham 
and the application of Grafton Johnson, above referred to, John- 
son was adjudged to be entitled to register his mark notwith- 
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standing the prior registration of Huntoon and Gorham, and this 









adjudication has become final. The grounds for Goebel & Sons 
Grocery Company's motion for dissolution are therefore without 
standing. 

The decision of the Examiner of Interferences refusing to 
transmit the motion to dissolve is right and is affirmed. 


LEVERING CorrEE COMPANY v. MERCHANTS CoFrFEE Co. 






















(179 OU. 





G., 11069.) 







November 15, 1911. 








DescripTivE TERM—“HyGEIA” FoR COFFEE. 
The word “Hygeia” as a trade-mark for coffee is not descriptive. 
2. TrRADE-MARK—ABANDON MENT, 

Where a firm had put out several brands of coffee, including 
“Hygeia,’ and its books offered in evidence showed not only that for 
several years no “Hygeia” coffee was sold, but that the columns in the 
factory stockbook headed “Hygeia” were used to enter various other 
items and on some pages the word “Hygeia” was written across with 
the words “High Grade” and “D Rio,” not only a non-use of the mark, 
but an intent to abandon the same, was established. 





Messrs. Taylor & Hulse and Messrs. Steuart & Steuart, tor 
Levering Coffee Company. 

Mr. Robert Watson and Mr. John IWVatson, Jr., for Mer- 
chants Coffee Co. 


TENNANT, Assistant Commissioner.—This is an appeal by 
the Merchants Coffee Co. from a decision of the Examiner of 
Interferences awarding priority of adoption and use to the 
Levering Coffee Company and holding that it was entitled to 
register the mark shown in its application. 

The mark involved is the word “Hygeia” used as a trade- 
mark for coffee. The Merchants Coffee Co. registered this mark 
on August 20, 1907. The application of the Levering Coffee 
Company was filed December 15, 1909. 

The Examiner of Interferences found that the Merchants 
Coffee Co. began to use this mark in 1898 and has continuously 
used it since that time. He further found that the mark was 
adopted by E. Levering & Company, the predecessor in 
business of the Levering Coffee Company, in 1881, that the mark 
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was used by the former down to 1897, and that, while there was 
a lapse in its use from that date until 1902, when use was com- 
menced by the Levering Coffee Company, it had not been estab- 
lished that the mark had been abandoned and that therefore 
the Levering Coffee Company was entitled to the benefit of the 
date of adoption and use of its predecessor. 

The Levering Coffee Company contends that the mark as 
used by the Merchants Coffee Co. is descriptive and that it is 
also deceptive in that the picture of a hotel, which is said to be 
the picture of the Hygeia Hotel, formerly at Old Point Comfort, 
appears on the labels with the word “Hygeia,” it being argued 
that one would naturally associate the word “Hygeia” with the 
Hygeia Hotel and would therefore be led to believe that there 
was some connection between this hotel and the coffee upon which 
the mark is used. 

The Examiner of Interferences held that the Levering Cof- 
fee Company was not entitled to raise this question, since the 
Merchants Coffee Co. was the registrant, but that the use by the 
Merchants Coffee Co. was a valid trade-mark use. 

It is not necessary to consider whether the question of a 
deceptive use by a registrant can be raised by an applicant in in- 
terference therewith, for there is no evidence of such deceptive 
use on the part of the registrant in this case as would defeat his 


right to registration if he were an applicant. The word “Hygeia” 


is, in my opinion, a good and valid trade-mark and not descrip- 
tive. In the case of the Consolidated Ice Co. v. Hygeia Distilled 
Water Co. (151 Fed. Rep., 10), the court of appeals of the 
third circuit said: 


In short, “Hygeia” is not “hygienic.” The two words have not the 
same meaning, and, while a monopoly of the latter could not be accorded 
to any one without depriving others of its apposite use for ascribing 
healthfulness to their goods, there 1s no more reason that the former 
should be exempted from appropriation than any other nominative or 
merely designating term which mythology or fiction has fabricated or 
made familiar. 


The association of the word “Hygeia” on the labels with the 
picture of the Hygeia Hotel could, in my opinion, deceive no 
one. 


It is not necessary to review the evidence in detail as to the 
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dates of use established by the respective parties. This evidence 
was discussed in full by the Examiner of Interferences, and | 
agree with his holding that the Merchants Coffee Co. has estab- 





lished adoption of the mark in 1898 and continuous use since that 
time and that E. Levering & Company adopted the mark in 1881 
and used the same down to 1895. 











While there are some general statements of the witnesses that 
the mark was continuously used by E. Levering & Company and 
the Levering Coffee Company, the books offered in evidence, and 











which the witnesses themselves state would actually show what 





sales were made, show diminishing sales from year to year until 





finally there was but a single sale of coffee under the “Hygeia”’ 





brand by E. Levering & Company in 1897. It is not denied on 








the part of the Levering Coffee Company that no sales of coffee 





were made by that concern under the brand “Hygeia”’ until 1g02. 





An examination of the factory stock-book of E. Levering & 
Company, which is in evidence as “Levering Exhibit Factory 
Stock Book, No. 2,” shows that E. Levering & Company sold 

























several brands of coffee. The book is ruled in columns showing 
the amount of each of these brands packed and delivered, the 
name of the brand appearing at the head of the column. Con- 
tinuously up to 1895 the book shows the packing and delivery of 
“EF. L. C..” “Rico,” “Ajax,” and “Hygeia” coffee. The sales in 
1895 of “Hygeia” were very small. There were but a few in 1895, 
and, as stated above only one in 1897, and none thereafter until 
1902. 

It is true that mere non-use of the mark will not establish 
abandonment; but this book shows not only non-use, but, it is 
believed, a clear intent to abandon the mark, since the columns 
headed “Hygeia” are used to enter various other items, showing 
apparently that the factory had been notified that no more 
‘“Hygeia™ coffee would be sold, and therefore there was no more 
need for these columns. In some places the printed word 
“Hygeia” is written across with the words “High Grade” and 
“D Rio.” In the case of Sarlehner v. Eisner and Mendelson Co. 
(179 U. S., 19, 31) the supreme court of the United States said: 


To establish the defence of abandonment it is necessary to show not 
only acts indicating a practical abandonment, but an actual intent to 
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abandot \cts which 1 plained would be sufhcient to establish ar 
abandonment may be answered by showing that there never was an inte 
tion to give up and relinquish the right claimed 


In the present case the books of E. Levering & Company 
show a non-use of the mark, and, as pointed out above, the 
character of the entries in this book is believed to show an intent 
to abandon the mark. No member of the firm of E. Levering & 
Company was called to explain why the books were used in this 
way if there was no intent to abandon the mark or to testify that 
the mark actually had not been abandoned. It does not appear 
on the record that the members of this firm were unavailable as 


witnesses, and, in fact, one of them was called by t 


1 
| 
I 


ie Merchants 
Coffee Co. to testify as to another point. 


It is true that the records show that certain “Ilygeia” labe 


] ] 


were kept in stock; but these appear to have been merely old 


labels which E. Levering & Company had on hand at the time the 


use of the mark was discontinued and which were transferred to 


the Levering Cotfee Company along with the other property of 


KX. Levering & Company. Parr and Ewing attempt to show that 
the use of the mark “Iygeia” by E. Levering & Company was 
discontinued because of a coffee war; but Parr’s testimony 1s 
manifestly hearsay, and Ewing's seems to have been an after 
thought, for it appears that after his original testimony was given 
and when he was excused as a witness to look up a certain letter 
which he had testified about, he dictated a statement to Parr as to 
this so-called coffee war, although both he and Parr had been 
sworn as witnesses. It is also significant that Parr’s subsequent 
testimony was practically identical with this memorandum. 

For the reasons above stated it is held that the mark in issue 
was abandoned by E. Levering & Company prior to the time it 
was adopted by the Merchants Coffee Co., that the Levering 
Coffee Company did not commence to use the mark until a sub- 
sequent date, and since it is not entitled to any benefit from the 
use by its predecessor, priority of adoption and use should have 
been awarded to the Merchants Coffee Co. 

The decision of the Examiner of Interferences is reversed 
and it is held that the Levering Coffee Company 1s not entitled 
to register the mark shown in its application. 
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Ex Parre, Tue Cuaries E. Hires CoMPANy 
(180 O. G., 879.) 
February 1, 1912. 


CoNnFLICTING MArKs—“Purock” AND “PUREOXIA.” 

The words “Purock” and “Pureoxia” are so similar that their con- 
current use upon goods of the same kind would be likely to cause 
confusion in the mind of the purchasers. 


Messrs. Howson & Howson, for the applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing the applicant registra- 
tion of the mark ‘“Purock” as applied to distilled water, lithia- 
water, and ginger-ale. 

The refusal to register is based upon the ground that the 
mark too nearly resembles the mark of the Palatable Water Still 
Company, registered May 8, 1900, No. 34,627, consisting of the 
word ‘Pureoxia.”’ 

It is true, as pointed out by the applicant, that when these 
two marks are placed side by side they present certain differences 
to the eye and possibly suggest different sources of derivation. 
The words when pronounced, however, have a striking resem- 
blance in sound, and it is believed that the similarity, on the 
whole, is such as would be likely to cause confusion in the minds 
of purchasers if the marks were concurrently used upon goods 
of the same kind. 

As held by the court of appeals of the District of Columbia 
in the case of Hayne County Preserving Company v. The Burt 
Olney Canning Company, (140 O. G., 1003; 32 App. D. C., 279,) 
any doubts which may exist in a case of this kind should be re- 
solved in favor of the registrant. It is believed that the regis- 
tration was properly refused. 

The decision of the Examiner of Trade-Marks is affirmed. 

Ex Parte, WARNER 
(90 0: °G.. 21675) 


March 9, 1912. 


DESCRIPTIVE TERM—“Boy Scout” FOR LEGGINGS, GLOVES, 





AND MITTENS 
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The words “Boy Scout” are not registrable as a trade-mark for 
leggings, gloves, and mittens, since as applied to such goods the mark 
is either deceptive or descriptive 


Mr. John E. Stryker, for the applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register the words 
“Boy Scout” as a trade-mark for leggings, gloves, and mittens. 

Registration was refused upon two grounds, first because 
the mark sought to be registered is the name of an organization 
not distinctively displayed and because the mark is descriptive or 
deceptive. 

It is well known that there is such an organization in the 
United States and in England as the Boy Scouts. The use of the 
mark sought to be registered, it is believed, would clearly indicate 
that the goods were put out with the approval of the Boy Scouts 
or were manufactured for the Boy Scouts. If this is true, the 
mark is descriptive, and if not it is deceptive. In either case, the 
mark is not registrable. 

The non-registrability of such a mark was clearly pointed 
out by Commissioner Hall in ev parte M. Bloch & Co., (40 O. G., 
443), in which it was held that a mark containing the words 
“Knights of Labor” was not registrable as a trade-mark for 
whisky. 

Applicant argues that this decision was overruled by the 
later case of ex parte King, (46 O. G., 119,) decided by the same 
Commissioner, in which it was held that a trade-mark consisting 
of the exact representation of a well-known badge of the Grand 
Army of the Republic was registrable as a trade-mark. In this, 
however, applicant is in error, since in the later case the Com- 
missioner said: 


It is proper to say in this case that I do not find, nor does the Ex- 
aminer suggest, that the design as used would be calculated to deceive, 
and the case is not brought within the principles announced in ex parte 
M, Bloch éF €é.. {40 Q. G., 443). 


The above holding makes it unnecessary to consider whether, 
as contended by applicant, the word “Association” as used in 
Section 5 of the Trade-Mark Act is limited to an organization en- 
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gaged in trade or commerce and that therefore the first ground ot 
refusal by the Examiner was not well taken. 


The decision of the Examiner of Trade-Marks is affirmed. 







Ex Parte, DurtAmM DUPLEX RAzoR COMPANY 





(180), S55 39S7) 


July 





re, £9Le. 









CONFLICTING MARKS—"“DURHAM-DOMINO” AND “DOMINO.” 
\ mark consisting of the words “Durham-Domino” written with 
the initial letter of each word including the remaining letters is so 
similar to a mark consisting of the word “Domino” and the representa 
of a domino that their simultaneous use upon goods of the same 


descriptive properties would be likely to cause confusion 









Wr. Sydney I. Prescott, for the applicant. 


Moore, Commissioner.—This is an appeal from the action 


of the Examiner of Trade-Marks in refusing to register as a 










trade-mark for razors the words “Durham-Domino,” these words 
being written with a hyphen between them and with the initial 
letter of each word including the remaining letters. 

Registration was refused in view of the registered mark of 
Ellin, which consists of the representation of a domino and the 
word “Domino,” 


Notwithstanding the manner in which applicant’s mark is 















written, | am of the opinion that it is clearly so similar to the 
registered mark that their simultaneous use upon goods of the 
same descriptive properties would be likely to cause confusion 
in the mind of the public. The similarity of these marks is full) 
as great as that of the marks involved in the cases cited by the 
Examiner. 

The decision of the Assistant Commissioner in applicant’s 
copending application appears to have no bearing on this case, 
since it was held therein that any doubt as to the registrability of 
the words “Durham-Derby,” written in the same manner as the 
mark involved herein, on the ground that the words were geo- 
graphical, was resolved in applicant’s favor in view of the fact 
that the words “Durham-Duplex,” written in a similar manner, 
had been registered to its predecessor in business. 

The decision of the Examiner is affirmed. 





